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DETAILED ACTION 

1 . All outstanding rejections except for those described below are overcome by applicant's 
amendment and certified translation of the Japanese priority document filed 12/6/02. 

The following rejection is non-final in light of the new references applied against the 
present claims, namely, JP 09255867, the English translation of which was previously 
unavailable, and TonGgak-i et al, (-U.S . 5 ,492,952). 



Claim Rejections - 35 USC S 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



3. Claims 1, 3, and 9 are rejected under 35 U.S.C. 102(a) as being anticipated by JP 
09255867. 

JP 09255867, an English translation of which is included in this office action, discloses a 
water-based pigment dispersion wherein pigment is dispersed with self-emulsifying polyurethane 



containing carboxylic group. After dispersing the pigment, the dispersant is crosslinked with 
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crosslinking agent, such as aqueous polymer, which reacts with the carboxyl group of the 

dispersant. The ratio of pigment to dispersant is 0.001 : to 2: 1 while the ratio of crosslinking 

agent to dispersant is 0.5:100 to 50:100. It is further disclosed that the dispersion is used as 

coating for paper, i.e. functions as an ink (claims 1-2, paragraph 7, paragraph 12 (lines 13-14), 

paragraph 32, paragraph 32 (last paragraph), paragraph 34 (line 45), and paragraphs 41, 49, and 
cm 

In light of the above, it is clear that JP 09255867 anticipate the present claims. 

4. Claims 1, 2-3, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Tonogaki et al. (U.S. 5,492,952). 

Tonogaki et al. disclose ink jet ink comprising water-based pigment dispersion wherein 
2-12% pigment is dispersed with 0.1-5% acrylic resin containing carboxylic group. After 
dispersing the pigment, the dispersant is crosslinked with 0.1-5% crosslinking agent, such as 
aqueous polymer, which reacts with the carboxyl group. The ratio of pigment to dispersant is 0.4 
(2/5): to 120:1 (12/0.1) while the ratio of crosslinking agent to dispersant is 0.02:1 (0.1/5) to 50:1 
(5/0.1). The acid number of the dispersant is, for example 140 (col.l, lines 8-9, col.4, lines 31- 
35, col.5, lines 6-14 and 21-24, col.7, line 66-col.8, line 1, col.8, lines 5-16 and 24-26, col.9, 
lines 27-28, 29-35, and 50-55, col. 10, lines 43-51, and example 10). 

Tonogaki et al. disclose that the dispersant has weight average molecular weight (Mw) of 
1,000-30,000, however, there is no disclosure of the number average molecular weight (Mn). 
However, given the relationship between Mw and Mn, i.e. Mw/Mn > 1, it is clear that Mn of the 
dispersant of Tonogaki et al. will overlap the values presently claimed. 
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In light of the above, it is clear that Tonogaki et al. anticipate the present claims. 

5. Claim 4 is rejected under 35 U.S.C. 102(e) as being anticipated by Fryd et al. (U.S. 
6,262,152). 

The rejection is adequately set forth in paragraph 2 of the office action mailed 8/6/02, 
Paper No. 5, and is incorporated here by reference. 

6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Jakubauskas (U.S. 
3,980,602). 

The rejection is adequately set forth in paragraph 3 of the office action mailed 8/6/02, 
Paper No. 5, and is incorporated here by reference. 

Claim Rejections - 35 USC S 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 09255867 in 
view of Carlson et al. (U.S. 6,136,890) and Suga et al. (U.S. 5,604,276). 

The disclosure with respect to JP 09255867 in paragraph 3 above is incorporated here by 
reference. 
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The difference between JP 09255867 and the present claimed invention is the 
requirement in the claims of (a) number average molecular weight of the dispersant and (b) acid 
number of the dispersant. 

With respect to difference (a), Carlson et al., which is drawn to ink comprising 
polyurethane dispersant containing carboxyl group, disclose the use of polyurethane dispersant 
which has number average molecular weight of 2,000-10,000 and further disclose that if the 
molecular weight is too low, the dispersant will not contribute to the dispersion and stabilization 
of the pigment while if the molecular weight is too high, the viscosity of the ink will increase too 
much which negatively affects the printing of the ink (col. 7, lines 13-25). 

With respect to difference (b), Suga et al., which is drawn to ink composition, disclose 
the use of dispersant which has acid number of 50 to 300 and further disclose that if the acid 
number is too low, the resin becomes insoluble in water while if the acid number is too high, the 
dispersant is not absorbed on the pigment surface (col. 4, lines 22-32). 

In light of the motivation for using dispersant with specific number average molecular 
weight and acid number disclosed by Carlson et al. and Suga et al. as described above, it 
therefore would have been obvious to one of ordinary skill in the art to use such dispersant in JP 
09255867 in order to produce dispersion with stable dispersed pigment and suitable viscosity, 
and thereby arrive at the claimed invention. 

Response to Arguments 

9. Applicant's arguments filed 12/6/02 have been fully considered but they are not 
persuasive. 
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Specifically, applicant argues that: 

(a) There is no disclosure in Fryd et al. of crosslinking agent such as polymer or oligomer 
with acryloyl group. 

(b) The 1 .132 declaration establishes criticality of the presently claimed crosslinking 

agent. 

(e) Jakubauskas does not disclose presently claimed invention. 

With respect to difference (a), it is noted that col.6 ? line 1 1 of Fryd et al. disclose the use 
of diacrylate crosslinker which does possess acryloyl group. 

With respect to difference (b), applicant's declaration filed 12/6/02 compares pigment 
dispersion within the scope of the present claims, i.e. comprising crosslinking agent with 
acryloyl group, with pigment dispersion outside the scope of the present claims but within the 
scope of Fryd et al., i.e. comprising tetramethylene diisocyanate crosslinking agent. It is shown 
that the pigment dispersion of the present invention is superior in terms of stability. 

However, it is noted that Fryd et al. is used to reject the present claims under 35 USC 
102. The declaration is therefore not persuasive because Fryd et al. already disclose crosslinking 
agent as presently claimed. As cited in MPEP 706.02(e), it is noted that a rejection based on 35 
USC 102(e), can only be overcome by (a) persuasively arguing that the claims are patentably 
distinguishable from the prior art, (b) amending the claims to patentably distinguish over the 
prior art, (c) filing a declaration under 37 CFR 1 . 132 showing that the reference invention is not 
by "another", (d) filing an affidavit or declaration under 37 CFR 1.131 showing prior invention, 
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or (e) perfecting priority under 35 USC 1 19(a)-(e) or 120. As can be seen, comparative data is 
not sufficient to overcome an anticipatory rejection under 102(e). 

With respect to argument (c), applicants argue on pages 4-5 of the amendment that in 
Jakubauskas, the crosslinking agent is used to form a strong film after coating material is coated 
onto substrate which is technically different from the present invention wherein a crosslinking 
reaction proceeds maintaining a state of a dispersion. Applicants state that in the present 
invention, curing reactions occur to form a film after coating is coated onto substrate. 

However, given that both the present invention and Jakubauskas disclose forming film 
after coating, applicant's argument is not understood and the difference between the reference 
and the present claims is not clear. Clarification is requested. 

Further, it is noted that the present claims only require that the resin containing the 
carboxylic group is crosslinked with crosslinking agent after the pigment is dispersed with 
dispersant. Given that Jakubauskas does in fact disclose crosslinking after dispersion, it is the 
examiner's position that Jakubauskas does meet the requirements of the present claims. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
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organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

Callie E. Shosho 
Examiner 
Art Unit 1714 

CS 

February 15, 2003 



